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PROVISO TO SEC. 9(1)(B) OF THE 

TRADE MARKS ACT, 1999 – A PRIMER 

 

By Samridh Ahuja 

The author through this article aims to focus 

on the principle of “acquired distinctiveness” 

in the Indian trademark law and establish how 

proviso to Section 9 (1)(b) of the Indian Trade 

Marks Act, 1999 is a boon to the trademark 

owners. The author supplements this analogy 

through various case laws. 

A. Statutory Provision 

Section 9 (1) (b) of the Trade Marks Act, 1999:  

“Absolute grounds for refusal of 

registration.— 

(1) The trade marks— 

(b) which consist exclusively of marks or 

indications which may serve in trade to 

designate the kind, quality, quantity, intended 

purpose, values, geographical origin or the 

time of production of the goods or rendering of 

the service or other characteristics of the 

goods or service; 

… shall not be registered: Provided that a 

trade mark shall not be refused registration if 

before the date of application for registration 

it has acquired a distinctive character as a 

result of the use made of it or is a well-known 

trade mark.”1 

 

B. Acquired Distinctiveness/ Secondary 

Meaning 

The trademark law stipulates that a trademark 

which has secured a secondary meaning or 

secondary significance shall not be refused 

registration even if it falls under the categories 

as stated under Section 9. It is a well-settled 

law that common language words or 

descriptive words or common words and 

names cannot be trademarked by any trader 

unless and until such trade names have 

acquired such a great reputation and goodwill 

in the market that the common language word 

has assumed a secondary significance. 

Secondary significance here would mean that 

other traders in that line of trade acknowledge 

that such common words have come to denote 

the goods belonging to a particular trade. 

C. Case Laws 

It has already been established that a 

common/descriptive word per se cannot be 

trademarked, and it must have had acquired 

distinctiveness/secondary meaning for the 

trademark to be registered. The rule relating to 

“secondary significance” and “acquired 

distinctiveness” has been well explained in 

various case laws over the years.  

 

S.NO. COURT 

OF LAW 

CASE LAW JUDGMENT/ANALYSIS KEY TAKE AWAYS 

1.  House of 

Lords 

Reddaway 

and Co Ltd v 

Banham and 

Co Ltd2 

 

This is a leading case law which talks 

about descriptive words having acquired 

secondary meaning/secondary 

significance. And rule derived from this 

case law forms an essential part of the 

Indian Trademark law. 

Common words of a language 

and/or descriptive words can 

be trademarked, when they 

have acquired distinctiveness/ 

secondary meaning. 

 

                                                           
1 Section 9(1) (b), The Trade Marks Act, 1999.  2 Reddaway and Co Ltd v Banham and Co Ltd, [1896] 

AC 199. 
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S.NO. COURT 

OF LAW 

CASE LAW JUDGMENT/ANALYSIS KEY TAKE AWAYS 

In this case, the plaintiff manufactured 

and sold Camel Hair Belting. The 

defendant also began to sell belting made 

of camel’s hair in the name of Camel 

Hair Belting. The trader claimed a right 

in the term ‘Camel Hair’. 

 

It was held that- the term “CAMEL 

HAIR” was descriptive but had acquired 

secondary significance in the trade of 

business and had come to be associated 

with the plaintiff’s business and 

therefore is liable for protection. 

 

2.  Supreme 

Court of 

India 

Godfrey 

Philips India 

Ltd. v. 

Girnar Food 

and 

Beverages 

Pvt. Ltd.3 

 

A descriptive trademark may be entitled 

to protection if it has assumed secondary 

meaning which identifies it with a 

particular product or as being from a 

particular source. 

Common words of a language 

and/or descriptive words can 

be trademarked, when they 

have acquired distinctiveness/ 

secondary meaning. 

 

 

3.     Delhi High 

Court 

Living 

Media India 

Limited v. 

Jitender V. 

Jain and 

Anr.4 

 

The issue before the court was- whether 

the name and style of “AAJ TAK” and 

its logo is a generic term and as such is 

not the monopoly of any particular 

person either in relation to the news 

programme or otherwise5. The court 

observed that even if the words “AAJ 

TAK” are descriptive in nature and even 

if they have a dictionary meaning, 

together it is still coined word of the 

plaintiff and has acquired a secondary 

meaning by virtue of prior, continuous 

and extensive use and therefore the 

combination of the two words “AAJ 

TAK” cannot be used by any other user. 

Both the words “AAJ” and 

“TAK” may be individually 

descriptive and may not be 

monopolized by any user. But 

together the combination of 

words has acquired 

distinctiveness by virtue of 

prior, continuous and 

extensive use and therefore, is 

protected. 

 

                                                           
3 Godfrey Philips India Ltd. v. Girnar Food and Beverages Pvt. Ltd., [2005] 123 Comp Cas 334 (SC).  
4 Living Media India Limited v. Jitender V. Jain and Anr., 2002 VAD (Delhi) 161. 
5 Id. 
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S.NO. COURT 

OF LAW 

CASE LAW JUDGMENT/ANALYSIS KEY TAKE AWAYS 

4.  Delhi High 

Court 

Globe Super 

Parts v. Blue 

Super Films6 

 

In this case two words “SUPER” and 

“FLAME”, which are descriptive 

dictionary words, the combination of 

which were declared by the court as 

coined words and accordingly protection 

was granted. 

Both the words “SUPER” and 

“FLAME” may be 

individually descriptive and 

may not be monopolized by 

any user. But together the 

combination of words has 

acquired distinctiveness by 

virtue of prior, continuous and 

extensive use and therefore is 

protected. 

 

5.  Bombay 

High 

Court 

J.L. Mehta 

v. Registrar 

of 

Trademarks7 

 

The trademark “SULEKHA” is a Hindi 

word which has a dictionary meaning i.e. 

a person with good handwriting and is 

therefore, a descriptive word. 

The Court observed that since 

“SULEKHA” is being used in relation to 

fountain pens, nibs etc, it was a valid 

trademark. 

 

Common words of a language/ 

descriptive words can be 

trademarked, when they are 

used in relation to a different 

class of goods. 

 

 

6.  Supreme 

Court of 

India 

Laxmikant 

V. Patel v. 

Chetanbhat 

Shah and 

Anr.8 

 

The trademark “MUKTA JEEWAN 

COLOUR LAB” by virtue of it being a 

continuous user was a valid trademark. 

The other party was injuncted from using 

a similar mark. 

Together the combination of 

words has acquired 

distinctiveness by virtue of 

prior, continuous and 

extensive use and is therefore, 

protected. 

 

 

7.  IPAB 

(Chennai) 

M/S P.K. 

Overseas 

Pvt. Ltd.v. 

M/S KRBL 

Ltd.9 

 

The Appellate Board remarked that 

“BEMISAL”, by virtue of it being used 

continuously and having massive sales 

figures, had acquired distinctiveness and 

hence, was a valid trademark. 

The “Sales Figures” can be 

used as a determiner for 

establishing the goodwill / 

reputation of the trademark, 

and in turn establishing 

whether the trademark has 

acquired distinctiveness or 

not. 

 

8.  IPAB 

(Chennai) 

Metropolitan 

Trading 

In this case IPAB held that, Appellant’s 

trademark “ZODIAC” had acquired 

In this case since the 

trademark was in use for a 

                                                           
6 Globe Super Parts v. Blue Super Films, AIR 1986 Del 245. 
7 J.L. Mehta v. Registrar of Trademarks, AIR 1962 Bom 82. 
8 Laxmikant V. Patel v. Chetanbhat Shah and Anr., AIR 2002 SC 275. 
9 M/S P.K. Overseas Pvt. Ltd.v. M/S KRBL Ltd., 2014 (57) PTC 129 (IPAB). 
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S.NO. COURT 

OF LAW 

CASE LAW JUDGMENT/ANALYSIS KEY TAKE AWAYS 

 

 

 

 

Company v. 

Shri 

Mohanlal 

Agarwal10 

 

distinctiveness as it was in use for more 

than three decades and therefore, it 

qualifies for registration. 

 

 

long period of time, it was said 

to have acquired 

distinctiveness, while the 

other trademark which is also 

named “ZODIAC” was not 

capable of registration 

because it was in use for a 

short period of time. 

This case law gives an idea as 

to how the courts perceive the 

time frame with respect to 

“acquiring distinctiveness” 

 

9.  Delhi High 

Court 

Ishi Khosla 

v. Anil 

Aggarwal11 

 

Delhi High Court in this case observed 

that- “to acquire secondary meaning it is 

not necessary that product is in the 

market for number of years. If a new idea 

is fascinating and appeals to the 

consumers, it can become a hit 

overnight”12. 

 

 

This case law settles the 

principle of “acquired 

distinctiveness”. The goods 

associated with a trademark 

do not have to be in the market 

for a certain number of years 

for the trademark to have 

acquired distinctiveness. A 

trademark can acquire 

distinctiveness, even 

overnight, and therefore, it 

depends from case to case. 

There is no fixed time frame 

for a trademark to have 

acquired distinctiveness. 

 

10.  Delhi High 

Court 

ITC Ltd. v. 

Britannia 

Industries13 

 

In a relatively recent judgment, the Delhi 

High Court has settled the principle 

regarding the “term of use” with respect 

to a trademark acquiring distinctiveness- 

“to acquire secondary meaning, it is not 

necessary that product is in the market 

for number of years. If a new idea is 

fascinating and appeals to the 

This case law settles the 

principle of acquired 

distinctiveness. The goods 

associated with a trademark 

do not have to be in market for 

a certain number of years for 

the trademark to have 

acquired distinctiveness. A 

trademark can acquire 

distinctiveness, even 

                                                           
10 Metropolitan Trading Company v. Shri Mohanlal Agarwal, MIPR 2008 (1) 24.  
11 Ishi Khosla v. Anil Aggarwal, 2007 (34) PTC 370 Del. 
12 Id. 
13 ITC Ltd. v. Britannia Industries, CS (COMM) 1128/2016. 
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S.NO. COURT 

OF LAW 

CASE LAW JUDGMENT/ANALYSIS KEY TAKE AWAYS 

consumers, it can become a hit 

overnight”14. 

It reiterates the same principle as laid 

down in the  case of - Ishi Khosla v. Anil 

Aggarwal 

overnight, and therefore it 

depends from case to case. 

There is no fixed time frame 

for a trademark to have 

acquired distinctiveness. 

 

 

D. CONCLUSION 

Indian trademark law is at par with any other 

law around the world with respect to 

prohibiting the use of descriptive words in a 

trademark. It is a volatile practice to adopt a 

common language word and use it as a 

trademark as it increases the scope of 

confusion in the minds of public at large. But 

there are scenarios where, the once prohibited 

descriptive mark, acquires a secondary 

meaning/ acquires distinctiveness, and the 

customers associate the trademark with the 

applicant’s business. And that’s when the 

principle of “acquired distinctiveness” kicks 

in. This principle 

                                                           
14 Supra Note 11. 
2 Supra Note 11. 

has been well stated in the Proviso to Section 9 

(1) (b) of the Trade Marks Act, 1999, and has 

further been widely accepted by the courts. 

The courts have conducted a strict scrutiny 

while applying this principle. And a lot of 

weightage has been given to evidence in 

support of the reputation/goodwill of the 

trademark. The Courts have been right to say 

that no cap should be put with respect to “term 

of use” while applying the principle of 

“acquired distinctiveness” as time is no barrier 

to decide whether a mark is reputed or not; and 

an idea “can become a hit overnight”2.It can 

therefore be said that the proviso to Section 9 

(1) (b) is a boon to many innocent trademark 

owners. 
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COMPANIES OFFERING DIGITAL 

PRODUCTS / SERVICES AND PATENTS 

IN INDIA 

By Shrimant Singh 

 

Advancement in current technologies and 

innovation are essential for a company offering 

digital products or services even for their 

survival. We have seen number of examples 

where an innovative product or a service 

makes start up do a blockbuster entry into the 

business, however, the fuzz soon dies down in 

case the company is not able to protect its 

innovation or keep innovating. Admittedly, 

much of their ‘out of the box’ innovation and 

its implementation lies in the software. Most of 

the Tech-based Startups are the ones preparing 

Apps and/or other soft-solutions, enterprise 

management systems, fuzzy logic based 

devices, etc. Therefore, it is imperative for 

such companies to seek protection over their 

innovation so as to retain the exclusivity, or 

may we say USP, of their products/services.  

 

With “innovation”, we automatically tag 

“patents” as the mode of protection. Patents 

have proven to be an effective tool for setting 

exclusivity for an Innovator, permitting him to 

exclude others from utilizing his invention 

without the Innovator’s consent. However, 

with companies that offer digital products or 

services, the path towards patenting their 

innovation is not that smooth or direct.  

 

A software by itself or computer program per 

se is not considered as an invention as per 

Section 3(k) of the Patents Act, 1970. Section 

3(k) stipulates that a mathematical or business 

method or a computer programe per se or 

algorithm are not invention within the meaning 

of this Act.  

 

Therefore, a digital service or digital product 

provider needs to be extra careful while 

considering their innovation(s) for patenting in 

India. Does that mean that no invention in the 

field of digital or software technology can be 

patented in India? The answer, thankfully, is 

no. There can be invention in the field of 

digital or software technology that can be 

patented if they fulfill certain conditions. 

 

Computer Programe - Upon close reading of 

Section 3(k), one can see that Section 3(k) 

prohibits “a computer programe per se” from 

being patented. Which means that Section 3(k) 

prohibition is not applicable in case the 

applicant can show that the subject matter of 

the invention cannot be regarded as a computer 

programe per se. To exemplify, an App 

providing fitness solutions/regime to its users 

by a certain innovative process along with few 

hardware components that enable the said 

process or define the essential parameters of 

the said innovative fitness process for the User, 

may stand a good change in overcoming 

objections under Section 3(k). The Applicant 

can argue that the innovative process, although 

implemented through a software, is enabled by 

hardware components, therefore, the subject 

matter of the claimed invention is not merely a 

software or computer programe per se and 

same shall be considered as outside the 

purview of Section 3(k) of the Act. 

 

Accordingly, to avoid the “computer program 

per se” exclusion, the applicant needs to show 

that the software or a programe that is claimed 

is enabled by certain hardware component(s) 

that actually results in said software achieving 

a technical advance over the known 

art/technologies. 
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Coming to other two exclusions of Section 

3(k), that is, an invention being “a 

mathematical” or “business method” are not 

considered as inventions, hence, are not 

patentable under the Act. A company offering 

digital services needs to be careful of these 

exclusions, as digital product would not be a 

“method”, and hence, products are primarily 

outside the purview of said exclusions. While 

offering services, the applicant company shall 

be cautious in drafting of claims to ensure that 

the same do not project only a mathematical or 

business process. On case-to-case basis and 

considering the technology involved or the 

problem to be solved by the invention, the 

claims should be constructed not to place 

undue emphasis on the mathematical equations 

or a business model/theory. Such safeguards 

right at the time of drafting saves much of time 

and effort in defending the invention during 

prosecution of the application for patent. 

 

Based on the above discussions, it can be said 

that comparatively it is difficult to draft and 

register patents for companies offering digital 

products or services, however, given that a 

technical advance in the invention primarily 

lies in the working of software and hardware 

in-tandem, the claims can be drafted to 

tactfully steer clear of the patentability 

exceptions as discussed above. 
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BLOCKCHAIN SERVICES – WHETHER 

PATENTABLE 

By Dr. Heena Lamba 

Before discussing the status of patenting of 

blockchain services in India, let us first have a 

look at what blockchain services are - 

Blockchain services first came in existence 

with bitcoin, first decentralized digital 

currency released in 2009, which used it as a 

ledger for transactions related to the 

cryptocurrency or electronic cash. Blockchain 

is nothing but digital ledger of records which 

can be efficiently utilised for storing and 

maintaining any data relating to different fields 

of work. Each record is termed ‘block’ and is 

linked with cryptography i.e. encrypted in 

certain codes which are difficult to decode, 

thus ensuring data security. Also, addition of 

each record involves validation of cryptograph 

by the system, every time it is done. Since the 

system involves updating the records in all the 

systems running that software, it is practically 

impossible to corrupt or modify such system, 

without being noticed. Being decentralized in 

nature, such systems can easily be assessed and 

verified but cannot be modified. Therefore, 

services offered by such program are 

considered transparent, secure and 

incorruptible. 

Blockchain services, although started with 

bitcoin, very soon caught the attention of other 

leading industries for storing and processing 

their data and making it available to the people. 

Not just hi-tech giants like IBM, Intel, Amazon 

and Walmart, but also Startups and MSMEs 

are seen adopting this technology in innovative 

ways by using them in applications that have 

                                                           
1The rising ties between IP and blockchain. 

Available at: https://www.intepat.com/blog 

/intellectual-property/blockchain-ip-patent/ 

the potential to simplify everyday tasks and 

activities1. 

Owing to the popularity of this technique and 

Government’s initiatives, India is also 

witnessing a similar trend of higher incidence 

of Start-up applications based on blockchain 

services. Government of Andhra Pradesh also 

approved its potential by dedicating a part of 

the FinTech Valley Vizag plan to the 

development and use of Blockchain in 

Banking and Finance related IT services and 

also for exploring Smart-contracts2. 

Important sectors where it has been put to use 

or has potential to be used are Banking, 

Government Sector, Smart-Contracts, Land 

Registration, and also voting in Election/Polls 

(because of its anti-tampering capabilities)3. 

2017 has proved to be a fundamental year, in 

application of blockchain technology in 

various e-services. 

A plethora of successful and potential 

applications can be carried out using 

innovations in blockchain technology, few of 

which are mentioned below: 

 OpenBazaar uses blockchain to create 

a platform for peer-to-peer e-

commerce to transact without paying 

transaction fees.  

 Governance – Blockchain technology 

can bring full transparency and 

accessibility to election results or any 

other kind of polls.  

 Boardroom - Blockchain application 

can enable efficient organizational 

decision-making  

2ibid 
3ibid 
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 Supply chain auditing - Transparency 

in supply chain claims can be made 

with blockchain-based time-stamping 

of a date and location that corresponds 

to a product number. Example, UK-

based Provenance offers such a facility 

to its users. 

 Google Docs - Where two or more 

users can simultaneously view, edit and 

validate a document, rather than 

sharing it back and forth on mail for the 

same purpose.  

Currently, finance offers the highest potential 

for use for the Blockchain technology. Being 

highly secure, financial organizations are 

increasingly employing such systems.  

Financial institutions (FI) normally employ 

another institute or a third party to monitor 

their transactions; blockchain technology 

effectively cuts out such third-parties from FIs’ 

transactions, thus, saving their resources and 

time. These organizations invest a lot to 

innovate blockchain services as per their 

system. Greater efforts are being put to patent 

their systems, such that they could secure their 

place in the market and their competitors could 

be kept at bay1. Apparently, if such systems 

could be patented, it may bring competition 

among its various users, thus flourishing the 

service to the full extent. 

Having discussed of blockchain services, its 

applications and innovations, lets now take a 

look at some sections of the Patents Act, 1970, 

related to the patentability of such systems in 

India. Section 2(1)(j) of this Act defines 

‘invention’ as - ‘Invention means a new 

product or process involving an inventive step 

                                                           
 

and capable of industrial application’; where 

‘inventive step’ as per section 2(1)(ja) means 

‘a feature of an invention that involves 

technical advancement as compared to the 

existing knowledge or having economic 

significance or both and that makes the 

invention not obvious to a person skilled in the 

art’. Further, section 2(1)(ac) states that 

‘capable of industrial application’, in relation 

to an invention, means that ‘the invention is 

capable of being made or used in an industry’. 

Further, Section 3 of the Act, cover things 

which are not considered invention. 

“Blockchain services” which are primarily 

based on algorithms involving mathematical 

theory and/or computer programs may get 

considered as not an invention within the 

meaning of Patents Act as per Section 3(k). 

Also, according to the ‘Guidelines for 

Examination of Computer Related Inventions 

(CRIs)’, in addition to the tests of Novelty, 

Inventive Step, and Industrial Applicability, 

the applicants in case of CRIs also need to 

establish that the claims are not directed 

towards “a mathematical method”, “business 

method”, “algorithm” or “computer 

programme per se”.2 

For Blockchain technology, the exclusion of 

“computer pragramme per” is inter alia a 

major worry for the applicants. The said 

Guidelines particularly state exclusions such 

as: 

(i) Claims directed at computer 

programmes/ set of instructions/ 

Routines and/or Sub-routines.  

(ii) Claims directed at “computer 

programme products” / “Storage 

2 Pages 15-17 of Guidelines for Examination of 

Computer Related Inventions issued by Office of 

CGPDTM in 2017 
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Medium having instructions” / 

“Database” / “Computer Memory with 

instruction” stored in a computer 

readable medium.  

The legislative intent to attach suffix 

per se to computer programme is 

evident by the following view expressed 

by the Joint Parliamentary Committee 

while introducing Patents 

(Amendments) Act, 2002:  

“In the new proposed clause (k) the 

words ''per se" have been inserted. This 

change has been proposed because 

sometimes the computer programme 

may include certain other things, 

ancillary thereto or developed thereon. 

The intention here is not to reject them 

for grant of patent if they are 

1 Report of the Joint Committee presented to the 

Rajya Sabha on 19th December, 2001 and laid on 

the table of Lok Sabha on 19th December 2001 

inventions. However, the computer 

programmes as such are not intended 

to be granted patent. This amendment 

has been proposed to clarify the 

purpose.”1  

In view of the above provisions, it would not 

be out of place to say that the blockchain 

technology comprising primary features as 

explained above does not form a patentable 

subject matter under the Indian laws, unless 

the applicant is able to show technical 

advancement along with the hardware 

interaction in the claimed invention. 
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IS EMBEDDING TWEETS, A COPYRIGHT 

INFRINGEMENT: CASE STUDY Justin 

Goldman Vs Breitbart News Network & ors., 

heavy inc  

By Shrabani Rout &  

Shreyasi Tiwari1 

Facts of the case 

On July 2, 2016, the plaintiff Justin Goldman 

clicked a photograph of Tom Brady, a football 

quarterback for the New England Patriots, with 

Boston Celtics Manager Danny Ainge and 

others in East Hampton and posted it on his 

snapchat story speculating that Brady was 

helping recruit basketball star Kevin Durant 

for the Celtics. The photo went viral and was 

shared on Twitter and other social media 

platforms by various twitter users including 

famous television anchor Cassidy Hubbarth, 

among others, finally finding its way to the 

defendants’ website through the act of 

‘embedding (displaying images of)’ the Tweet 

into articles which the  their (defendants’) 

news outlets and blogs published. 

Each of defendants’ websites prominently 

featured the said photo by “embedding 

(displaying images of)” the Tweet into articles 

they wrote over the course of the next 2 days 

speculating whether the Boston Celtics would 

successfully recruit basketball player Kevin 

Durant, and if Tom Brady would help to seal 

the deal. 

Thus, the case involves the question of how the 

images shown on one website but stored on 

another website’s server leads to infringement 

of the owner’s exclusive copyright to such 

image. 

As a result of the embedding function, none of 

the websites downloaded, copied or stored the 

photograph on their own servers; instead, the 

function directed the internet users who 

accessed the defendants’ sites to retrieve 

images of the embedded tweets from Twitter 

                                                           
1 Intern, 4th year, National University of Study and 

Research in Law,Ranchi 

and place the images alongside the text of the 

articles.  

Plaintiff sued the news outlets for copyright 

infringement, and the defendants moved for 

partial summary judgment on the issue - 

whether their display of the embedded tweets 

on their websites violated plaintiff’s exclusive 

right to publicly display his photograph under 

Section 106(5) of the US Copyright Act, 1976. 

Issues discussed  

1. Whether the act of embedding by the 

defendants was an infringement on the 

plaintiff’s right to display.  

2. Whether the images shown on one 

website but stored on another website’s 

server leads to infringement of the 

owner’s exclusive copyright to such 

image. 

Arguments by respective the parties 

The defendants relied on the Ninth Circuit’s 

“Server Test,” articulated in the 2007 decision 

in Perfect 10, Inc. v. Amazon2 and argued that 

the same shielded them from liability because 

they did not host the photograph on their 

server; in fact, it was hosted on Twitter’s 

servers. In Perfect 10, the Ninth Circuit held 

that whether a website publisher is directly 

liable for infringement rests entirely upon 

whether the image is hosted on the publisher’s 

own server. In doing so, the circuit court held 

that Google was liable for infringement in 

connection with the display of thumbnail 

images as part of its Google Image Search, 

because it hosted those images on its server, 

but was not liable for the full-size images 

accessed by clicking on the thumbnails, which 

were hosted on third-party servers.  

The Plaintiff countered that Perfect 10’s Server 

Test is inconsistent with the purposes of the 

Copyright Act and does not, in any event apply 

to cases like his. He also argued that the test’s 

2 508 F.3d 1146 (9th Cir. 2007) 
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application could have a “devastating” impact 

on photography and visual artwork licensing 

industries by eliminating incentives for 

websites to pay licensing fees. 

Judgment 

The Court granted partial summary judgment 

to the plaintiff. The ratio laid down in the case 

is that physical possession of an image is not a 

necessary element to its display for purposes of 

the Act and embedding such images through 

host server websites without a license is 

infringement under the Copyright Act, 1976.  

The Court went on to discuss the judgment in 

Perfect 10, Inc., v. Amazon.com to deny the 

applicability of server’s test to the present case. 

According to the server’s test, the Perfect 10 

judgment held that full size images stored on 

third party servers displayed on Google search 

and accessible through in-linking, like 

embedding were not copyright infringements.  

The Court, however, considered the line of 

judgments quite scattered as the lower Court in 

Flava Works Inc., v Gunter1 held that website 

servers need not actually store a copy of the 

work in order to ‘display’ it. While most other 

judgments did not apply server test to arrive at 

a decision, it was in the case of The Leader’s 

Institute, LLC v Jackson2 where the Court 

rejected the Perfect 10 judgment, by rejecting 

the criteria of actual possession of a copy as a 

necessary condition to violating a copyright 

owner’s exclusive right to display.   

Factual distinctions from Perfect 10 judgment, 

relied upon by the plaintiff, cover the fact that 

the user took no action to ‘display the image’ 

and hence the assistance provided by the 

search engines such as Google whereby the 

user navigates from webpage to webpage is not 

the same as opening up a favorite blog or 

website to find a full color image awaiting the 

                                                           
1 2011 WL 3876910 at * 4(N.D. III. Sept. 1, 2011) 
2 2017 WL 5629514 (N.D.Tex. Nov. 22, 2017) 
3 508 F.3d 1146, 1160 (9th Cir. 2007) 17 U.S.C  101 
4 689 F.3d 754 (2012) 

user, whether he or she asked for it, looked for 

it, clicked on it, or not. Moreover, search 

engines merely indexed the web facilitating the 

users to readily find information wherein the 

users are engaged in direct connection with 

third party websites which are then themselves 

responsible for transferring the content. 

Analysis of the judgment 

The judgment was debunked and criticized on 

several grounds. Major arguments were raised 

by public interest groups such as Electronic 

Frontier Foundation and Public Knowledge, 

who even filed an amicus brief before the 

Court urging the application of the Server Test 

so as to allow the in-linking where the servers 

of the website do not physically possess the 

images (or the copyright content) but merely 

provide a link to the host website. The 

Copyright Act, 1976, refers to the infringement 

of ‘right to display’ where the party ‘shows a 

copy of it’ wherein the copy includes a 

‘material object which is fixed and from which 

the work can be perceived, reproduced, or 

otherwise communicated, either directly or 

through a machine. Thus, it was rightly held in 

the Perfect 10 Inc., v Amazon, Inc.3, where the 

Court opined the Server’s Test to mean that as 

long as Google is not storing a copy of the 

image and merely directing the user’s browser 

to the host website of the publisher which 

stores the image it is not infringement of 

copyright. Though Judge Forrest claims that 

the case laws with respect to the applicability 

of the said doctrine is scattered, yet a number 

of judgments such as in the cases of Flava 

Works, Inc v. Marques Rondale Gunter4,etc., 

the judgement in Perfect 10 has been accepted 

by the Courts. Further, the reliance on the 

Aereo judgment5 can be questioned on the 

ground that the Court referred to scenarios 

where physical transmission of signal of work 

is done in the presence of a copy of work, to 

mean performance of the right. This is the 

5 American Broadcasting Cos., Inc. v Aereo Inc 

874 F. Supp. 2d 373, 377–79 (S.D.N.Y. 2012) 
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exact role played by the server and hence it 

favors the defendants in the case rather than the 

plaintiff. Moreover, the technical distinction of 

the user ultimately ‘choosing’ the program 

consequent to which the transmission took 

place was held to be immaterial in the Aero 

Decision, whereas the Goldman case was 

based on the technical distinction as to the 

storage of the images in the defendant’s servers 

being the vital question to determine 

infringement. 

The judgment has been criticized considering 

the limitation it creates on the sharing of 

content on the Web and the far-reaching 

consequences on commercial interests, 

viewership rates and the medium of 

expression, which the internet boasts of.1 The 

server’s test places a limit on the liability in 

case of copyright infringement which 

encourages and allow users to create 

interesting web content in the form of 

comments on recent news, videos, expressing 

opinions etc. , all of which will be curbed if the 

freewheeling use of embedded content is 

disallowed. In fact, social media websites such 

as Facebook, Twitter, YouTube who 

especially provide for ‘embed link’ options, 

will face difficulty with respect to the 

commercial returns in the form of advertising 

revenues generated from the traffic created 

through the ‘embedding of links’  

While India is yet to deal with any such case 

where a copyright infringement of embedded 

web content is questioned, international 

decisions outside the American jurisprudence 

highlight that embedding is not an act of 

copyright infringement. In the case of 

BestWater International GmbH v Michael 

Mebes and Stefan Potsch, wherein the Court 

had to decide whether uploading/embedding 

the promotional videos by sales 

representatives of BestWater, on their own 

websites from YouTube was infringement of 

copyright or not. The Court referred to the 

Directive under the European Union and 

                                                           
1 Packingham v North Carolina, 137 S. Ct. 1730, 1735 

(2017)   

interpreting the same arrived at a conclusion 

that when the embedding is done in a website, 

of a protected work which is publicly 

accessible on another website through a link 

using the framing technology, it would not 

mean communication as per the European 

Union Directive. Thus, mere usage of a 

different technical means from the original 

means of communication does not create 

liability. 

Thus, the embedding of twitter links, as 

performed by the defendants in the Goldman 

Case must not amount to infringement of 

copyright as it is mere communication and 

transmission of links and does not consist of 

any transfer of the web content itself for which 

the users are and will be redirected to the host 

website. The appeal in the Second District with 

respect to the judgment is awaited to put an end 

to the difficulty of thousands of general 

internet users by upholding of the Server’s 

Test. 
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IP REFORMS IN INDIA – A GLIMPSE 

 

By Aayush Sharma 

 

The Indian Patent Office has taken various 

measures for the betterment of Intellectual 

Property in the country. In order to match with 

the Trade-Related Aspects of Intellectual 

Property Rights (TRIPS), World Intellectual 

Property Organization (WIPO) and in other 

jurisdictions like United States, European 

Patent Office and Japan, the Indian Patent 

Office has made remarkable changes in the 

Indian Patents Act, 1970. The law has been 

amended from time to time in order to meet the 

expectations of the industry. Nevertheless, 

there is still a requirement to take more 

decisive steps to strengthen the IP rights by 

creating awareness among the inventors, 

improving the administration of India's current 

framework and authorities, more transparency 

related to recordal of documents, the need for 

increased enforcement against piracy and 

increased legal reform, enforcement of civil 

remedies and criminal penalties. Talking about 

the role of apex courts in strengthening the IP 

rights, it has been noticed that apex courts are 

also playing an important role in creating 

clarity in complex sections such as 3(d), 

compulsory licensing, CRIs inventions etc. 

and giving revolutionary decisions during 

litigation phase. In this article we will discuss 

some of the demanding IP reforms till date 

made in within the Indian jurisdiction and 

noteworthy achievements by the Indian 

Patents and Trademarks Office. 

 

Noteworthy Achievements 

 

Augmentation of manpower - The number of 

Examiner of Patents has been increased to 458 

from an earlier 200 and the number of 

Examiner of Trademarks is now 100.  

 

Data on positive changes 

 

                                                           
1 

http://www.ipindia.nic.in/writereaddata/Portal/IP

i) In Patents1: 

•Examination increased by 72.2% 

•Grant of patents increased by 55.3% 

•Final disposal of applications increased by 

37.7% 

 

ii) In Trademarks: 

•Pendency reduced from 14 months to less 

than 1 month 

•Increased acceptance of trademark 

applications for publication from less than 

10% to about 40% 

 

iii) In Designs: 

• Pendency reduced from 8 months in March 

2016 to one month in March 2017.  

 

iv) Online filing has been increased to 90% in 

patents and 80 % in trademarks. 

 

Some of the reforms made are: 

 

Reforms to encourage registration/ filing 

through e-File with the objective to promote 

the concept of Digital India 

10% concession in official fees has been made 

available for trademarks e-filed through the 

Trade Marks (Amendment) rules 2017, in line 

with patents and designs. 

 

Reforms and initiatives to ensure international 

co-operation 

International programmes for the Asia Pacific 

and BRICS countries have been organised. A 

bilateral meeting was held between Controller 

general Patents, Designs and Trademarks and 

the Japan Patent Office Commissioner. Further 

Members of the Chinese IP office had visited 

India. A MoU was signed by The Intellectual 

Property Office of the United Kingdom and the 

Department of Industrial Policy & Promotion. 

Every year IP Day has been celebrated on 26th 

April, last theme being “Role of women in IP”. 

 

Reforms to expedite the process of prosecution 

OAnnualReport/1_94_1_1_79_1_Annual_Report-

2016-17_English.pdf  
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Provision has been made for video 

conferencing of hearings even from the 

attorney’s place of business or at the Patent 

Office. Further, the number of adjournments 

for hearing has been restricted to two with the 

provision that each adjournment shall not be 

for more than thirty days. 

 

Reforms for automation and digitalisation 

Provision for auto-allocation of requests for 

examination and automation of process for 

registration and renewal has been made. First 

Examination Reports and Registration 

certificates are sent through e-mail. The 

provision of SMS Alert service to stakeholders 

regarding examination reports has been made. 

Comprehensive e-filing facility is available 

with payment gateway facility and it has been 

made mandatory for patent agents to file their 

applications online. 

 

Reforms to simplify the process of registration 

- Amendments to the Trade Mark Rules 

1999, notified in March 2017, has reduced 

the number of Forms from 74 to 8 and 

provided for the filing of single 

application form for all types of trademark 

applications. 

- Provision for filing extensions for 

submission of Affidavit and Evidences 

have been removed so as to speed up the 

disposal. 

 

Reforms to empower Start-ups 

- To facilitate the implementation of the 

Start-up India scheme, 50% fee 

concession in patent and in trademark has 

been provided through the Patents and 

Trademarks Amendment Rules. 

- The Amendment in the Patent Rules, 

2003, notified in 2016, has provided for 

the expedited examination of patent 

applications filed by start-ups. 

 

Reforms for speedy redressal of grievances 

Stakeholders meetings were conducted to 

receive feedback and suggestions. Feedback 

mechanism has been set up as a separate 

gateway to enable stakeholders to lodge 

feedback, suggestions, and complaints. 

 

Reforms to ensure the quality of reports 

A quality control system has been put in place 

to ensure the quality of examination reports. 

 

Reforms for the dissemination of information 

- IPO website has been redesigned to 

improve contents and ease of access. 

- IP data on a real-time basis is available in 

respect of filing and processing of Patents, 

Designs, Trade Marks and Geographical 

Indications. A comprehensive online 

search system with full-text-search 

capability, which was already in practice, 

has been updated. 

 

Reforms and initiatives for IP training and 

awareness 

- IPR help-desks and online guidance 

system through e-mail are available at 

each IPO location. 

- The IP office organized and participated in 

public outreach activities with industrial 

organizations like Confederation of Indian 

Industry (CII), The Federation of Indian 

Chambers of Commerce and Industry and 

The Associated Chambers of Commerce 

of India. 

- Several orientation programmes have 

been conducted to train examiners. Rajiv 

Gandhi National Institute of Intellectual 

Property Management alone has 

conducted 99 programmes on IPR-

training, and awareness.  

- Some programmes have been launched by 

the government for strengthening the IPR 

protection among incubation centres and 

research and development organisations. 

The establishment of new incubation 

centers called Atal Incubation Centres 

(AICs) that would nurture innovative 

start-up businesses in their pursuit to 

become scalable and sustainable 

enterprises have also been introduced in 

each state and an IPR wing has been 

established therein for IP protection and 

awareness. Cell for IPR Promotion and 
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Management (CIPAM) is a professional 

body under the aegis of the Department of 

Industrial Policy & Promotion (DIPP) 

Ministry of Commerce & Industry. Its 

mandate is to effectively implement 

National Intellectual Property Rights 

(IPR) Policy adopted in May 2016 with 

slogan– “Creative India; Innovative 

India”. It has undertaken several measures 

to strengthen IP ecosystem in the country.  

 

It can be stated with certainty that the reforms 

made by the Indian Government have 

contributed to a considerable extent, in 

realising the objective laid down by the 

National IPR Policy, 2016. Though India has 

taken important steps forward to achieve its 

goal, the country still faces challenges across 

the board and in all categories of the IP rights, 

specifically the additional requirement to 

patentability that goes beyond the international 

novelty, inventive step, and industrial 

applicability requirements. 

 

Under Section 3(d) of the Indian Patent Act, 

there is an additional "fourth hurdle" with 

regard to inventive step and enhanced efficacy 

that limits patentability for certain types of 

pharmaceutical inventions and chemical 

compounds. Further with regards to copyright 

and trademarks, India has high levels of piracy 

with poor application and enforcement of civil 

remedies and criminal penalties. The 

Government is working to provide strong 

framework in Copyrights, IP cells have been 

created in the Police departments and officials 

have been educated to foster the IP rights 

enforcement in the country. The over-all 

registration and the prosecution processes 

must be expedited further. Much more needs to 

be done to create a strong IPR network in the 

country.  
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EVOLUTION OF INDIAN PATENTS 

ACT AND RULES– JOURNEY FROM 

TRIPS COMPLIANCE TO A MATURE 

PATENT REGIME 

By Shrimant Singh  

 

The Patents Act, 1970, and the Patents 
Rules, 2003, have undergone number of 
changes in last one decade or so. The initial 
changes in the Act and corresponding Rules 
were mostly with a vision to make the 
Indian Patent Laws in conformity to the 
TRIPS guidelines with the allowed extent of 
exemptions. Later on, one can say that the 
focus of amendments moved towards 
making the procedure to apply for and grant 
of patent more transparent and swift.  
 
We will start with Patent (Amendment) Act, 
2005, under which India adopted patent 
protection for new technologies especially 
in chemicals and pharmaceuticals in 
compliance with TRIPS agreement of the 
WTO. The said amendments with effect 
from 1-Jan-2005. Some of the salient 
features of the 2005 Patents amendments 
were: 
 

1. One of the most important changes was 
that the earlier provision prohibiting 
product patent for food, medicine, drug 
and chemical processes was removed. In 
India with effect from 1st January 2005 
product patent is available for medicine, 
drug, chemical processes and food.  
 

2. “Mere new use or a known substance” 
was no more an invention as per Section 
3(d) of the Act. In other words, if the 
applicant can substantiate that it is a new 
use for a known substance with some 
technical input such new use can be 
patented. 
 

3. A computer program per se is not 
patentable but its “technical application 

to industry or a combination with 
hardware” is patentable. 
 

4. If a patent application is field with a 
provisional specification, the complete 
specification is now required to be filed 
within 12 months of the date of filing. 

 

5. The applications are examined only on a 
request for examination in a prescribed 
manner. Without a request, the patent 
applications would not be examined. 
 

6. Provisions relating to Exclusive 
Marketing Rights (EMR) were removed. 
EMR provision was introduced in India in 
the year 1999 in compliance with TRIPS 
as product patent for drug and medicine 
was not available in the Indian Act. As 
product patents can now be granted for 
Drugs, medicines, food, and chemical 
processes the EMR provision has become 
redundant and has been repealed. 
 

7. Provisions for pre-grant opposition and 
post-grant were introduced. After 
publication an before grant of patent, any 
person can make a representation to the 
Controller requesting him to refuse the 
application on the prescribed grounds. 
Further, after the grant of a patent but 
before the expiry of one year from the 
date of publication of grant, any person 
interested may give notice of opposition 
to the Controller. 

 
After 2005, there have been several 
procedural changes including 
administration of patent prosecution and 
execution of work at IPO. Some of the major 
changes have been: digital access of WIPO 
data with respect to filing of PCT national 
phase applications, digitization of entire 
patent office records with each document 
from each application and patent being 
scanned and made available online, 
switching to e-Filing system except for 
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original documentation, making emails as 
primary mode of communications, 
centralizing the examination of patent 
applications therefore distributing the huge 
load of pending applications amongst 
difference branches of IPO, hearings now 
being conducted through video 
conferencing, etc. 
 
Another set of major amendments came in 
2016 by way of The Patents (Amendment) 
Rules, 2016, which came into force on 16-
May-2016. Key highlights of the amended 
Rules are: 
 
i. Insertion of clause (fb) to Rule 2 

defining a new category of applicant 
namely “Startup” which needs to pay a 
discounted official fee. 

 
ii. Provision for expedited examination 

was introduced for cases where India 
has been elected as International 
Searching Authority or as International 
Preliminary Examination Authority; or, 
if the applicant is a Startup.  

 

iii. Time for putting the application in 
order for grant is reduced from 1 year 
to 6 months. 

 

iv. As per sub rule (6) of Rule 28, hearings 
may also be held through video-
conferencing. 

 

v. Provision of request for adjournment of 
a hearing is introduced, which shall be 
submitted with the prescribed official 
fee at least three days before the date of 
hearing. 

 

vi. Applicant can now claim refund of 90% 
of examination fee before the issuance 
of an examination report in an 
application. 

 

vii. Upper cap on official fee is defined w.r.t 
nucleotide sequence listing pages 
under Rule 9(3) to a maximum of INR 
24000 [upto 150 pages]. 

 
With said sequence of changes, rather 
upgrades from the earlier processes, the 
Patent protection procedures in India are 
evolving for sure. When we compare the 
Patent Office practices of USA and European 
countries, we can definitely say that the 
Indian Patent Office have certainly covered 
the gap in leaps and bounds and are now 
considered as one of the pro-active Patent 
Offices of the world. Having said that, there 
is, and will always be, scope for 
improvements in making the process faster 
and further improve on the clarity in 
decision making, and transparency in 
procedure.  
 
To talk in terms of evolution of Indian 
patent jurisprudence per se, we can safely 
say that the Indian patent law is mature and 
the same is considered amongst the 
“balanced” patent regimes when it comes to 
public rights versus the private rights. 
Indian patent laws have been regarded as 
standards by several developing nations 
because the same has the true mix of 
Patentee’s exclusionist right along with 
reasonable restrictions and exceptions 
carved out for public necessities. 

 

 




